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TORRUELLA, Gircuit Judge. Yankee Candl e Conpany (" Yankee"),

a | eadi ng manuf act urer of scented candl es, sued conpetitor Bridgewater
Candl e Conpany ("Bridgewater") on counts of copyright infringenent and
trade dress i nfringenent under federal | aw, as well as on state cl ai ns
of common | awtrade dress i nfringenent, tortious interference, and
deceptive trade practi ces under Mass. Gen. Laws ch. 93A. The district
court granted sunmary judgrment to Bridgewater on all cl ai ns except

those of tortious interference and viol ati on of 93A. Yankee Candl e Co.

v. Bridgewater Candle Co., 99 F. Supp. 2d 140 (D. Mass. 2000)

[ hereinafter Yankee l]. In alater nmenorandum the district court
det ermi ned t hat Yankee's evidentiary support for its federal copyri ght
and trade dress clains was irrelevant with respect tothe state claim
for tortious interference, and substantially limted Yankee's ability

to i ntroduce such evidence. Yankee Candl e Co. v. Bri dgewater Candl e

Co., 107 F. Supp. 2d 82, 86-87 (D. Mass. 2000) (menmorandum)
[ herei nafter Yankee 11]. The court al so concl uded that the al |l eged
act i onabl e behavi or was not commtted "primarily and substantially"” in
Massachusetts, and granted Bri dgewat er summary j udgnent on Yankee's 93A
claim 1d. at 88-89. Yankee then stipulated as to the voluntary
dism ssal of its tortious interference claimso that it could appeal.

On appeal, Yankee chall enges: (i) the grant of summary
judgment onits copyright clains; (ii) the grant of summary j udgnment on

its federal trade dress clains; (iii) thedistrict court's decisionto
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narrowt he scope of trial and severely limt all owabl e evi dence; and
(iv) the grant of sunmary judgnent on the 93Aclaim For the reasons
expl ai ned herein, we affirmthe opinions of the district court.
| .  Copyright Clains

Qur review of the entry of summary judgnment i s de novo.

Domi nguez-Cruz v. Suttle Caribe, Inc., 202 F. 3d 424, 428 (1st Cir.

2000); see also Folio lnpressions, Inc. v. Byer Calif., 937 F. 2d 759,

766 (2d Cir. 1991) (appropriatetoreviewdi strict court's eval uation
of substantial simlarityde novo when only visual conparisons are
required).

A. The District Court Approach

Yankee cl ai ns that Bridgewater has infringedits copyright
on the |l abels of nine candle fragrances.! The district court,
proceedi ng i n the foll owi ng manner, concl uded that Bri dgewater's | abel s
were non-infringing as amatter of law. First, applyingthe doctrines
of "merger" and "scene-a-faire,” the court determnedthat, to prevail,
Yankee had to showthat Bridgewater's | abel s were "nearly identical"” to
Yankee's. Yankee I, 99 F. Supp. 2d at 145. Second, in making this

conparison, thedistrict court ignored"certainsimlarities" that it

1 The alleged infringing |abels are of Bridgewater fragrances
Eucal yptus, Cranberry, Gardeni a, Mil berry, Peach, Raspberry Jubil ee,
French Vanil |l a, G nnanon Rol I's, and Appl e Pie. Yankee l, 99 F. Supp.
2d at 148-50. These correspond to Yankee fragrances of t he sane nanes,
al t hough Yankee cal | s four of the correspondi ng fragrances Fresh Peach,
Raspberry, Cinnanon, and Spiced Apple. [d.
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viewed as "crude, physical elenents” not entitled to copyright
protection, such as the | abel's rectangul ar shape, its gol d border, and
t he use of afull-bleed styl e of photography.? 1d. at 148. Third, the
court appliedthe "ordi nary observer" test to the remai ni ng el enents of
t he copyrighted | abel, ultimately concludi ng that no reasonabl e j uror
coul d concl ude t hat any of the Bridgewater | abel s were substantially
simlar to the correspondi ng Yankee | abel. 1d. at 148-50.
Yankee cl ains that the district court erred by ignoringits
pr of f er ed evi dence of actual copying. As aresult, says Yankee, the
court incorrectly engaged in a point-by-point conpari son of protected
el ement s as opposed t o a broader determ nati on based onthe "total | ook
and feel" of theentirelabel. Yankee al so argues that the district
court was over-ent husi astic i n determning which el enents of the |l abel s
were not protected, and thus used an inproper baseline for its
determ nati on of substantial simlarity. For purposes of this appeal,
we assune t hat Yankee provi ded sufficient evidence of actual copyingto
survi ve summary j udgnent .2 After applying the rel evant | aw, we concl ude
that evenif Bridgewater actually copi ed Yankee' s | abel s, t he nerger

doctrine operates so that no reasonable juror could have found

2 A"full-bl eed" phot ograph cont ai ns no border or vi sual separation
bet ween t he phot ogr aph and t he perineter of the | abel. Yankee | , 99 F.
Supp. 2d at 148 n. 2.

8 The district court heldtothe contrary. Yankeel, 99 F. Supp. 2d
at 144.
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Bridgewater's | abel s to be "substantially simlar" tothose of Yankee.
We therefore affirmthe grant of summary judgnment on this basis.
B. Applicable Law
To prevail on a claim of copyright infringenment, the
plaintiff must showboth ownershi p of avalidcopyright andillicit

copying. Feist Pubs., Inc. v. Rural Tel. Serv. Co., 499 U. S. 340, 361

(1991); Matthews v. Freedman, 157 F.3d 25, 26-27 (1st Cir. 1998).
There is no dispute hereastothe first prong of this test; Yankee
retains valid copyrights on the nine candl e | abels at issue. The
second question is a nore conplicated one.

This Court conducts atwo-part test todetermineif illicit
copyi ng has occurred. First, aplaintiff nmust prove that t he def endant
copiedtheplaintiff's copyrighted work, either directly or through

i ndirect evidence. Segrets., Inc. v. Gllnman Kni twear Co., 207 F. 3d 56,

60 (1st Gr. 2000). Second, "the plaintiff nust prove that the copying
of the copyrighted materi al was so extensive that it rendered the

i nfringi ng and copyrighted works 'substantially simlar.'"% |d.; see

4 Much of the confusioninthis area of thelawmy be tracedtothe
dual use of theterm"substantially simlar." See Matthews, 157 F. 3d
at 27 n.1. First, if thereis no evidence of actual copying, asis
usual ly the case, Concrete Mach. Co. v. Classic Lawn O nanents, 843
F.2d 600, 606 (1st Cir. 1988), a plaintiff nmay prove that copyi ng
occurred by show ng access and substantial simlarity, id. W have
descri bed this aspect of substantial simlarity as an "evidentiary
inference."” Mtthews, 157 F.3d at 27 n. 1. Second, once copyi ng has
been proven, the plaintiff nust showthat the "all eged infringi ng work
is "substantially simlar' to the protected expression in the
copywittenwork." [d. at 27. Due to our assunpti on of sufficient
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al so Ski nder - St rauss Assocs. v. Mass. Conti nui ng Legal Educ.., Inc., 914

F. Supp. 665, 672 (D. Mass. 1995) ("Even evi dence of actual copyi ng may
be i nsufficient, however, if this copying was not substantial.").
Because we assune, for purposes of this appeal, that actual copyi ng has
taken place, we nove directly to the second prong.

Wet her thereis substantial simlarity between copyrightabl e
expressions is determ ned by the "ordi nary observer" test. Concrete

Mach. Go. v. O assic Lawn O nanents, 843 F. 2d 600, 607 (1st Gr. 1988).

"The test i s whether the accused wrkissosimlar totheplaintiff's
wor k that an ordinary reasonabl e person woul d concl ude that the
def endant unl awful |y appropriated the plaintiff's protected expression

by taki ng materi al of substance and value." 1d. (quotingEduc. Testing

Servs. v. Katzman, 793 F.2d 533, 541 (3d Cir. 1986)). The
determ nati on of whether an allegedly infringinglabel is substantially
simlar toits alleged nodel or influenceis not so sinple atask,
however, as a strict visual conparison of the two itens. Any
conpari son between t he t wo wor ks nust be i nfornmed by a key t heoreti cal
foundati on of copyright |aw that "[i]deas cannot be copyrighted, " id.

at 606 (citingHarper & Row, Pubs., Inc. v. Nation Enters., 471 U. S.

539, 547 (1985)), and thereforethat "[a]ln artist 'can claimto own

only an original manner of expressing ideas,' not the ideas

evi dence of actual copying, only the second use of the termis at i ssue
here.
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t hensel ves, " id. (quoting Cooling Sys. & Fl exi bles v. Stuart Radi at or,

777 F.2d 485, 491 (9th Cr. 1985)). Because of this di chotony bet ween

"idea" and "expression,"” only the "protected expression” isrelevant to

an eval uation of substantial simlarity. Leighv. Warner Bros., Inc.,

212 F. 3d 1210, 1214 (11th Gr. 2000). W nust first consider, then, to
what extent the Yankee | abels are protected expression.?®

I n determ ning what aspects of the Yankee | abels are
prot ect ed under copyright | aw, we foll owessentially the sane path as
didthedistrict court. Wefirst "dissect” thewrk to renove those
aspects not protected by copyright. Despite Yankee's argunent to the
contrary, this Court has indicated that dissection analysis is an
appropri ate nmet hod of eval uating substantial simlarity even when
actual copying has occurred. "By dissecting the accused work and
identifying those features which are protected. . . [t]he court can
al so determne . . . those aspects of the work that . . . should be

considered in the . . . conparative analysis under the ordinary

observer test." Concrete Mach., 843 F. 2d at 609. Second, we apply the
doctri nes of nmerger and scene-a-faire to determ nehow "substantially

simlar" the copy nust betoinfringe. Id. at 609 n. 9 (" For exanpl e,

5> The extent to which the Yankee | abel s cont ai n prot ect ed expressi on
isamtter of [ aw, determ ned by the court. Once this determ nation
i s made, the question of whet her two works are substantially simlar
(and correspondi ng appl i cation of the ordi nary observer test) is a
matter for thetrier of fact unl ess summary judgnent i s proper. See,
e.qg., Concrete Mach., 843 F.2d at 608-09.
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the court may find that the i dea and expressi on are so i nsepar abl e t hat
copyi ng of the work i s not prohibited or that only exact reproduction
of the work will justify a finding of infringenent.").

There may be aqualificationtothe dissectiontest of sone

importance in certain cases. |InKnitwaves, Inc. v. Lollywogs, Ltd., 71

F.3d 996, 1003 (2d Cir. 1996), the Second Circuit suggested that the
di ssection test may not fully resolve the | egal issues where the
copyright hol der clains that the copyrighted material is essentially a
host of uncopyrightabl e i ndi vi dual el enents that have been arranged in
a uni que way that qualifies themfor copyright protection. . Feist,
499 U. S. at 362 (copyright avail abl e for conpil ati ons of unprotectible
facts). This Court, however, has been nore enthusiastic than the
Second Circuit about the use of di ssection anal ysis to di saggregate a
visual work intoits conponent el enents for the purpose of renoving t he

unprotecti bl e el enents contai ned within. Conpare Concrete Mach., 843

F.2d at 609, with Knitwaves, 71 F.3d at 1003.

At any rate, we do not necessarily reject this qualification
but think that it has no direct application here. Qur reasons for
t hi nking that there is nothing very unique inthis conbination of
el enents foll ows fromour di scussi on of the nature of the unprotected
el ements, the issue to which we turn shortly. Moreover, we are
confident that the district court, inrenovingthe "crude, physi cal

el ements" describedinParts|l.Aand|.C, did not over-dissect the
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Yankee | abel. The fact that significant copyrightable materi al
remai ned (prior tothe application of the merger doctrine) is, inour
m nds, persuasive that the appropriate | evel of di ssection occurred.
See Leigh, 212 F. 3d at 1215 ("As |l ong as the anal ysis i s not overly
det ached and techni cal, it can adequat el y assess both t he ef fect of the
protected, original elenments of [the work] and the contri bution of
t hose el enents to the work as a whole.").

C. Unprotected El ements of the Yankee Labels

The district court determ ned that the "rectangul ar, gol d-
bordered nanme plate, [the] full-bleed photos, and [the use of]

simlarly sized | abels," were "crude, physical el enents [that] do not
enj oy copyright protection,” and therefore only evaluated the
phot ogr aphi c i mages on the | abel s for i nfringenment. Yankeel, 99 F.
Supp. 2d at 148. Yankee contends that its choices to use such el enents

were "discretionary,"” and nust be protected by copyri ght because ot her
choi ces were possible. W agree with the district court. The
"di scretion" clained by Yankee i nvol ves (i) the use of arectangul ar
"title plate” with block I ettering on a white background; (ii) the
i nposition of that title plate, centered, on a photographic
representation of the candl e fragrance; and (iii) arectangul ar border
around t he phot ograph. This col | ecti on of cormon geonetric shapes with

a particul ar phot ographi c techniqueis not sufficiently original to

qualify for copyright protection. See Atari Ganes Corp. v. Onman, 979
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F.2d 242, 247 (D.C. Cir. 1992) ("W do not in any way question the

Regi ster' s positionthat 'sinple geonetric shapes and col ori ng al one

are per se not copyrightable.""); Kitchens of Sara lLee, Inc. v. Nifty

Foods Corp., 266 F. 2d 541, 545 (2d G r. 1959) (circul ar, rectangul ar,

and oct agonal shapes not protected); WlliamS. Geiger Corp. v. G qi

Accessories, Inc., No. 97 Civ. 5034(JSM, 1997 W 458668, at *2

(S.D.N. Y. Aug. 11, 1997) (plaintiff has no right to copyright a
geonetric shape).

Mor eover, the use of a border elenent is an essentially
functional design choice not protected by copyright. See 17 U. S. C
8§ 101 (providing copyright protection for "works of artistic
craftsmanshi p insofar as their formbut not their nmechanical or

utilitarian aspects"); COMCabl e Rep, Inc. v. Ccean Coast Props.. Inc.,

97 F. 3d 1504, 1519-20 (1st G r. 1996) (copyright | awdeni es protection
to forns of expressiondirected solely at functional consi derations).
A border is a common nmethod of separating a photograph from a
background; the use of gold as the border col or i s a common net hod of

signi fying opul ence and quality. See Pubs. Int'l, Ltd. v. Landoll,

Inc., 164 F. 3d 337, 341 (7th Gr. 1998). Likew se, copyright does not
provi de protection for the particul ar styl e of phot ography chosen by
Yankee (full-bleed). To do so would inperm ssibly narrow the

possi bilities avail abl e to ot her | abel designers. See Designer's View,
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Inc. v. Publix Super Markets, Inc., 764 F. Supp. 1473, 1479 (S.D. Fl a.

1978) (rmedium of artwork not protected by copyright).

D. Merger

Havi ng separated the unprotected title plate, border
el ements, and styl e of phot ography fromthe phot ographs t hensel ves, we
nowturnto the photographs to determneif the Bridgewater | abels are
infringing. Thedistrict court foundthat for six of the ninelabels
inquestion, there was "only one way to express the i dea of these
fruits and fl owers: by depictingtheir |ikeness." And althoughthe
district court heldthat the remainingthreelabels (French Vanilla,
Spi ced Appl e/ Appl e Pi e, and C nnanon/ Ci nnanon Rol | s) expressed nore
subt| e i deas opento greater possibilities of representation, even for
t hose depictions "the i dea nerge[d] with the expression” and t herefore
al | owed for fewchoi ces of subject nmatter. As aresult, thedistrict
court heldthat, as a matter of | aw, there coul d be no i nfringenent
unl ess Bri dgewat er' s phot ographs were "nearly identical" to Yankee's.
Yankee |, 99 F. Supp. 2d at 145-46. Yankee clainms that the nerger
doctri ne does not apply because infinite ways exi st todepict afruit,
fl ower, or common fl avor such as french vanilla. Again, we agreew th
the district court's approach.

I n Concret e Machi nery, we expl ai ned the rati onal e behi nd t he

mer ger doctri ne:
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Sone ideas admt of only a limted nunmber of
expressions. Wenthereis essentially only one
way to express an idea, the idea and its
expressi on are i nsepar abl e and copyri ght i s no
bar to copyi ng t hat expression. [Even] [W hen the
idea and its expression are not conpletely
i nseparable, theremay still beonlyalimted
nunber of ways of expressing the idea.

843 F. 2d at 606 (internal citations omtted). |In such cases, the
plaintiff has the heavy burden of show ng "near identity" between the

wor ks at issue. 1d. at 606-07 (citingSid &Marty Krofft Tel evi sionv.

MDonal d's GCorp., 562 F. 2d 1157, 1167 (9th Cir. 1977), andFl ag Fabl es

Inc. v. Jean Ann's Country Flags & Crafts, Inc., 730 F. Supp. 1165,

1171 (D. Mass. 1990)). Thi s hei ghtened showi ng "i s necessary because,
as i dea and expressi on nerge, fewer and f ewer aspects of a work enbody
a uni que and creative expression of the idea; acopyright hol der nmust
t hen prove substantial simlarity tothose fewaspects of the work that
are expression not required by theidea." |d. at 607 (citingUniversal

Athletic Sales Co. v. Salkeld, 511 F.2d 904, 908 (3d Cir. 1975)).

I n general, the merger doctrineis nost applicabl e where the
i dea and the expression are of itenms found in nature, or are found

commonly ineveryday life. See, e.qg., Designer's View, 764 F. Supp. at

1478. For exanple, we invoked the nerger doctrine in Concrete
Machi nery where the i dea at i ssue was a "realistic-lookinglife size

deer." 843 F.2d at 607; see also Leigh, 212 F.3d at 1214-15

(phot ograph of statue in public domain); Herbert Rosenthal Jewelry
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Corp. v. Kal paki an, 446 F.2d 738 (9th Cir. 1971) (pin of a"jewel ed

bee"). Asthedistrict court found, six of thelabels at i ssue were
fruits and flowers found in nature; the remmining three were
representations of coomon flavors. For the six natural itenms, there
were few associ at ed expressi ons, of which the nost obvi ous was a
realisticrepresentation of the fruit or flower at i ssue. For the
three flavors, the npbst obvious expression was a realistic
representation of afood comonly associated with that flavor.® Because
t he nerger doctrine applies, the copyright on Yankee' s | abel s does not
prevent Bridgewater fromusing t he same subject matter onits | abels,
even if the genesis for Bridgewater's choice of subject nmatter was
Yankee's | abel s.

The mer ger doctri ne does not, however, allowthe identi cal
reproduction of photographs of realistic objects when there are
sufficient details inthose photographs to nake themuni que. Concrete
Mach., 843 F. 2d at 609-10 (finding possibility of infringement of
concrete deer based on stylized posture and faci al expression). |If
Bri dgewat er had scanned Yankee' s | abel s i nto a conput er and r epr oduced

t hemexactly, it woul d have certainly infringed Yankee's copyri ghts on

6 It istrue that nore than one food nay neet this definition: for
exanpl e, ci nnanon can be represented by ci nnanon sticks, ci nnanon
rolls, or cinnanon toast. However, all that is required for
application of the merger doctrineis that there beasharplylimted
nunmber of choices. W think that inthe case of everyday fl avors such
as french vanilla, cinnanon, and spiced apple, such is the case.
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those | abels. Evenif Bridgewater had taken its own phot ographs, but
had arranged the subjectsina"nearlyidentical" manner to that of
Yankee, ajury coul d have found t he requi site show ng of substanti al
simlarity to support copyright infringement. Moreover, although
Yankee does not enj oy copyright protectiononthe subject matter of its
phot ogr aphs because of the nmerger doctrine, its choices astolighting,
background, angl e and positioning are protected. Leigh, 212 F. 3d at

1215; Rogers v. Koons, 960 F.2d 301, 307 (2d Cir. 1992). We now

proceed to conpare the specific |abels at issue.

E. The Labels

After accounting for the unprotected el ements of the Yankee
| abel and the constraints of the merger doctrine, the district court
cl osel y exam ned each of the al | egedly i nfringing | abel s, and concl uded
t hat no reasonabl e juror coul d concl ude that the Bri dgewat er | abel was
"substantially simlar"” tothe correspondi ng Yankee | abel . Yankee |,
99 F. Supp. 2d at 148-50. Although summary judgnment is often
i nappropriate on the question of substantial simlarity, Hoehlingv.

Universal Gty Studios, Inc., 618 F. 2d 972, 977 (2d Cir. 1980), where

reasonabl e m nds cannot differ, sunmary judgnent i s appropri ate,
Segrets, 207 F. 3d at 62. CQur i ndependent revi ewof the |l abels confirns

the district court's analysis and hol ding.” Therefore we affirmthe

" The district court perfornmed an ext ensi ve conpari son of correspondi ng
| abel s whi ch need not be repeated here at great | ength. Yankee l, 99
F. Supp. 2d at 148-50. For purposes of illustration, however, we note
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a few of the significant differences in each set of photographs:

The Bridgewater "Eucal yptus" | abel shows a eucal yptus pl ant,
phot ogr aphed froma di stance, with thin white and purple fl owers and
smal | green | eaves. The Yankee "Eucal yptus" | abel is taken fromcl oser
up, di splays | arger, darker green | eaves, and bot h yel | owand purpl e
flowers.

The Bridgewat er "Cranberry" | abel contains only cranberries. The
Yankee " Cranberry" | abel al so contains the green | eaves of a cranberry
pl ant, and has many fewer cranberries on the | abel.

The district court described the "Gardeni a" | abel s as the nost
simlar of any set. 1d. at 148. Although both | abels containthree
flowers arranged inatriangle, the Bridgewater flowers are all white,
whi | e t he Yankee fl owers have yel |l owel enents. The Bri dgewat er | abel
al so i ncl udes nore green | eaves, whereas the fl owers t hensel ves fill
nost of the Yankee photograph.

The mul berries inthe Bridgewater | abel are much redder t han t hose
i nthe Yankee | abel , whi ch are a dark, al nost bl ack, col or. The Yankee
| abel al soincludes nore well-defined | eaves, which are the focal point
of the photograph.

The Yankee "Raspberry” |abel has many nore | eaves than the
Bri dgewat er "Raspberry Jubil ee" | abel, whichis alnost entirely filled
with berries.

The Bri dgewat er "French Vanill a" phot ograph has i ce creamcones
filledwithvanillaicecream The photographis taken sothat all of
t he cones are in focus. The Yankee "French Vanilla" only features
enpty cones, withnoicecream Oneconeis the focus of the picture;
the rest are a blurry background.

Both t he Bri dgewater fragrance "Ci nnanon Rol | s" and t he Yankee
"G nnanon” di spl ay phot ographs of ci nnanonrolls. However, the Yankee
phot ogr aph al so i ncl udes ci nnanon sticks, while the Bridgewater rolls
hi ghli ght the sugary frosting found on a cinnanon roll.

Both t he Bri dgewater "Apple Pie" and t he Yankee " Spi ced Appl e"
cont ai n phot ogr aphs of appl e pi es. However, the Yankee phot ograph al so
f eat ures a basket and several appl e slices. The Bridgewater phot ograph
cont ai ns several whol e appl es. Al so, inthe Bridgewat er phot ographs,
the darkishfillingis oozing out of the pies, while the Yankee pi es
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grant of summary judgnent to Bri dgewat er on Yankee's copyri ght cl ai ns.
1. Trade Dress Clains

A.  Purposes and Scope of Trade Dress Protection

Yankee' s second set of clains, for trade dress infringenent,
i s brought pursuant to 8§ 43(a) of the Lanham Act, which provides
prot ection agai nst the use of "any word, term nane, synbol, or device"
that "is likelyto cause confusion, or to cause m stake, or to deceive"
as tothe source of a product. 15 U.S.C. § 1125(a). The LanhamAct
ext ends protection not only to words and synbol s, but alsoto "trade
dress, " defined as "t he desi gn and appear ance of a product toget her
with the el ements maki ng up the overall i mage that servestoidentify

t he product presented to the consuner.” Chrysler Corp. v. Silva, 118

F.3d 56, 58 (1st Cir. 1997) (quotingFun-Danental Too, Ltd. v. Gemmy

| ndus. Corp., 111 F.3d 993, 999 (2d Cir. 1997)). The primary purpose

of trade dress protection is to protect that which identifies a

product's source. |.P. Lund Tradi ng ApS v. Kohler Co., 163 F. 3d 27, 35

(1st Cir. 1998). Courts recogni ze trade dress cl ai ns based bot h on
pr oduct packagi ng and on " product desi gn/configuration.” See, e.qd.,

WAl -Mart Stores v. Samara Bros., Inc., 529 U S. 205, 213-14 (2000).

I n order for trade dress to be protected under § 43(a), a
plaintiff nust provethat thedressis: (i) usedincomerce; (ii) non-

functional; and (iii) distinctive. Lund, 163 F.3d at 36.

are lighter in color and not |eaking apple filling.
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Di stinctiveness may be either "inherent,” that is, the "intrinsic

nature [of the trade dress] servestoidentify a particul ar source, "

Wl -Mart, 529 U.S. at 210 (citingTwo Pesos, Inc. v. Taco Cabana, Inc.,
505 U. S. 763, 768 (1992)), or "acquired," i.e., thetrade dress has
acqui red a "secondary nmeani ng" whereby the public viewsits "primry
significance. . . asidentify[ing] the source of the product rather

t han the product itself,"id. at 211 (quotinglnwood Labs., Inc. v.

|ves Labs., Inc., 456 U. S. 844, 851 n.11(1982)). Finally, to prove

i nfringement of protected trade dress, the plaintiff nust showt hat
another's use of asimlar trade dressis likelyto cause confusion
anong consumers as to the product's source. Lund, 163 F.3d at 43-44.

B. The District Court Analysis

The district court identifiedthree ways in which Yankee
clainmed that Bridgewater had infringedits trade dress: (i) by copying
Yankee' s net hod of shel ving and di splaying candles inits stores,
calledthe "Vertical D splay System'; (ii) by copyingthe overall "l ook
and feel" of Yankee's Housewarnmer line of candles; and (iii) by
copyi ng t he desi gn of Yankee's nerchandi se catal og, specificallyits
one fragrance per page | ayout. Yankee I, 99 F. Supp. 2d at 150-51.
The court first heldthat the Vertical D splay Systemwas "mani festly
functional,” bothinits arrangenent of candl es by color andinits use

of wooden shel vi ng, and concl uded t hat " Yankee cannot i nvoke t he Lanham
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Act to appropriate such a conventi onal nethod of presentingits wares."
Id. at 151-52.

The court then turned to the "look and feel"™ of the
Housewar mer |ine of candl es and t he | ayout of the Yankee catalog. It
concluded, withlittle explanation, that both clains all eged trade
dress i nfringenment of a product design/configuration, rather than
i nfringement of product packaging. I n accordance with the Suprene
Court's decisioninWal -Mart, thedistrict court thus held that neither
aspect of Yankee's trade dress coul d be inherently distinctive as a

matter of law. 1d. at 152-53; see Wal-Mart, 529 U. S. at 213-14

(hol di ng t hat product desi gn/configurationtrade dress nay never be
i nherently distinctive). Thedistrict court thereforeturnedto a
det ermi nati on of whet her a genui ne i ssue of material fact existedwth
respect to secondary meaning. Yankee I, 99 F. Supp. 2d at 153.

As to t he Housewarner |ine of candles, the district court
det erm ned t hat t he evi dence i ntroduced by Yankee had fall en far short
of the "vigorous" evidentiary standard required to show secondary
meani ng i n a product desi gn/configurationcase. 1d. at 153-54 (citing

Bost on Beer Co. Ltd. P' ship. v. Slesar Bros. Brewing Co., 9 F. 3d 175,

181 (1st Cir. 1993), andDuraco Prods. Inc. v. Joy Plastic Enters.,

Ltd., 40 F. 3d 1431, 1453 (3d Cir. 1994)). First, Yankee had failedto
i ntroduce any survey evi dence, which this Court has descri bed as t he

"preferred” manner of denbnstrating secondary neaning. Seeid. at 154
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(citing Boston Beer, 9 F. 3d at 182). Second, Yankee had not i ntroduced

any circunstantial evidence indicatingthat the public had nade a
consci ous connecti on between t he trade dress at i ssue and Yankee as t he
source of that trade dress. 1d.

As for the catal og, the district court sinply concl uded t hat
"there is no question that Bridgewater's catalog is indeed
Bri dgewat er' s and not Yankee's," and that "[n]o fair m nded person,
| ooki ng at Bridgewater's docunent, coul d possibly viewit as an attenpt
to ' pass off' the Bridgewat er cat al ogue as t he Yankee one." [d. at
155- 56.

Lastly, although it had not found any of Yankee's trade dress
sufficiently distinctivetoqualify for protection, thedistrict court
heldinthe alternative that "no reasonabl e juror coul d concl ude t hat
thereis alikelihood of confusion, where clearly marked conpany nanes
are featured on the face of the products and catal ogues.” |d. at 156

(citing Bristol -Mers Squi bb Co. v. McNeil-P.P.C, Inc., 973 F. 2d 1033,

1045 (2d Cir. 1992), and Conopco Inc. v. May Dep't Stores, 45 F. 3d

1556, 1559 (Fed. Cir. 1994)).

C. Yankee's Clains

On appeal , Yankee argues that the district court erredin
several ways. First, Yankee contends that the district court ignored

its "conbination" claimdefiningits trade dress as the conbi nati on of

its Housewar mer series of |labels, its choice of candl e sizes and
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styles, its Vertical Design System and its catal og |ayout. By
di saggregating the features of its trade dress, says Yankee, the
district court failed to analyze the "l ook and feel™ of the entire
Yankee product. Second, Yankee argues that the district court
erroneously definedits trade dress as product desi gn/confi guration,
and in so doing, proceeded directly to the question of secondary
meani ng wi t hout considering that the dress m ght be inherently
distinctive. Third, Yankee argues that it introduced sufficient
evi dence of secondary neani ng to survive summary j udgment. Fourth,
Yankee argues that it i ntroduced sufficient evidence of |ikelihood of
confusionto survive summary j udgnent had the district court needed to
reach that i ssue. Although we agree with Yankee that the district
court failedto address its conbi nation cl ai mas such and we entertain
the possibility that the court incorrectly anal yzed Yankee' s cl ai s
under a product design/configurationrubric, weultimately reach the
sanme concl usion as the district court and affirmthe grant of summary

judgnment, al beit using adifferent analysis. Burns v. State Police

Ass'n of Mass., 230 F.3d 8, 9 (1st Cir. 2000) (this Court may affirm
grant of sunmary judgnment on any ground sufficiently indicated by the
record).
1. Yankee's Trade Dress
We begi n by sket chi ng Yankee' s cl ai ned trade dress, which we

read on appeal as defined in two possible ways. First, Yankee
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suggests that its trade dress is a conbinationof: (i) the Verti cal
Di splay System?® (ii) the catalog, with an enphasis on its "one
fragrance per page" layout; (iii) its candl e shapes and si zes; (iv) the
gquantities of candles it sells as a unit; and (v) the Housewar ner
| abel s, specifically their inclusionof (a) afull-bleed photograph,
(b) a superinposedtitle plate with gold edging and | ettering on a
whi t e background, (c) arectangul ar shape, and (d) a refl ective border.?®
Alternatively, Yankee describes its trade dress as the el enents conmon
toits Housewarner | abel s, of which we have provi ded greater detail in
the copyright section of this opinion.

2. | nherent Distinctiveness

8 The district court foundthat the Vertical D splay Systemis entirely
functional, and therefore not entitled to trade dress protection.
Yankee I, 99 F. Supp. 2d at 151-52. Although we agree as to the
functionality of the di splay, we note that a conbi nati on of functi onal
elenments may itself beentitledtotrade dress protection. Lund, 163
F.3d at 37.

® We note that Yankee has not been entirely consistent in its
definitionof itstradedressinits appellate brief. At tines, it
appear s that Yankee is arguing that individual features of its product
line, nanely its labels, its catalogues and its Vertical D splay
System deserve trade dress protection. This was the analysis
undert aken by the district court. At other points, however, Yankee
di scl ai ns8 such an approach. W note that the burden to clearly
identify the trade dress at issueis onthe plaintiff. See, e.q.,
Landscape Fornms v. Col unbi a Cascade Co., 113 F.3d 373, 381 (2d Cir.
1997). Moreover, at | east one federal court has previously criticized
Yankee for failinginthisregard. Yankee Candle Co. v. New Engl and
Candl e Co., 14 F. Supp. 2d 154, 162 (D. Mass. 1998), vacat ed pur suant
to settlenment, 29 F. Supp. 2d 44 (D. Mass. 1998). After a careful
revi ewof the record, we concl ude t hat Yankee has been sufficiently
consistent astothese two descriptions of itstrade dress for usto
eval uate them on appeal.
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a. The Combination Claim
Yankee argues that the di stinct conbi nati on of el enents
conprising its candl e sizes and shapes, quantities sold, |abels,
Vertical Design System and catal og stemfrom"arbitrary" choi ces and
are thus "inherently distinctive" andentitledto trademark protection.

See Two Pesos, 505 U.S. at 768 (inherently distinctive marks are

entitledtoprotection). Certaintypes of trade dress, however, can
never be i nherently distinctive. Val-Mrt, 529 U S. at 212-14 (product

desi gn/ configurati on cannot be i nherently distinctive); Qualitex Co. v.

Jacobson Prods. Co., 514 U S. 159, 162 (1995) (col or cannot be
inherently distinctive). W findthat Yankee' s conbi nation claimfalls
under the cat egory of product design/configuration, and thus Yankee
must prove that the dress has attai ned secondary neani ng i n order for
it to be protected under the Lanham Act. MWal-Mart, 514 U. S. at

Yankee argues t hat because its products are candles, all the
trappi ngs associ ated with the sale of the candle -- i.e., the candl e-
hol ders, the Vertical D splay System the | abels, and the catal og - -

constitute product packagi ng, or at the very least a"tertiumquid

. aki nto product packagi ng," categories of trade dress that may be

i nherently distinctive. See Wal -Mart, 529 U. S. at 215 (citingTwo

Pesos, 505 U. S. at 773).

Al t hough, as we expl ai n bel ow, Yankee's Housewar ner | abel s

are product packagi ng and t hus may be i nherently di stinctive, when
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conbi ned wi th actual candl e features, candl e containers, the catal og, 1°
and the in-store display system the claimis no |longer clearly a
pr oduct - packagi ng one. Nor can the cl ai mbe cat egori zed as product
desi gn/ configuration, as that termhas generally been definedto be
limtedto features i nherent to the actual physical product: here, the

candl es. See WAl -Mart, 529 U. S. at 212 (descri bi ng cocktail shaker

shaped as penguin as a product design); Lund, 163 F.3d at 34-36
(kitchen faucets). W also do not see this claimas akin to the
rest aurant decor upheld as potentially inherently distinctiveinTwo

Pesos, whi ch the Suprenme Court | ater described as a " tertiumgquid that

i s akinto product packaging." Wal-Mart, 529 U. S. 215; see al so Best

Cellars Inc. v. G ape Finds at Dupont, Inc., 90 F. Supp. 2d 431, 451-53

(S.D.N. Y. 2000) (findingthat the overall | ayout of a wi ne store could
be, and was, i nherently distinctive). Yankee has not nmade a cl ai mas

to the overal | appearance of an entire store, but has i nstead i sol at ed

10 We note that we are troubl ed by the i ncl usi on of Yankee's cat al og
inits conbinationtrade dress claim A conbinationtrade dress claim
i s one that includes a nunber of different features of a product or its
packagi ng whi ch, taken together, are potentially indicative of source.

Inthis case, although the candles, their | abels, and the Verti cal

Di spl ay Systemare all seen at the sanetine, the catalogis a separate
itemmail ed to consuners at their honmes. WMoreover, Bridgewater's
catal og is a whol esal e one, sent onlytoretailers. Evenif we were
willingto accept that Yankee' s catal og may constitute part of its
trade dress, and evenif Bridgewater's catalogiseerilysimlar to
Yankee's, we do not see howthat simlarity could contribute to any
consuner confusion. At any rate, because we concl ude t hat Yankee nust

establish that its conbi nati on has acqui red secondary meani ng, and has
not in fact done so, whether the catalog is included or not inthe
conbination claimis ultimtely irrel evant.
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certaincharacteristics of its candle display instores. This strikes
us as far closer tothe design/configuration category. The fact that
Yankee points to particul ar aspects of the candl es t hensel ves, nanely
their shapes and sizes, only confirms our categorization.

I n WVl -Mart, the Suprene Court instructed us howto deal with
clains that were at the margi n of product design/configuration: "Tothe
extent that there are cl ose cases, we believe that courts shoulderr on
t he side of caution and cl assify anmbi guous trade dress as product
desi gn, thereby requiring secondary neani ng." 529 U. S. at 215. W
foll owthat advice here. To prevail onits conbination claim Yankee
must show that its trade dress has acquired secondary neaning.

b. Labels

Yankee al so cl ai ns t hat uni que features of its Housewar ner
| abel s constitute aninherently distinctivetrade dress. The district
court found that the | abel s were al so product confi guration/desi gn, and
t hus coul d not be i nherently distinctive as anmatter of | aw. Yankeel ,
99 F. Supp. 2d at 153. We di sagree. Detachabl el abels are acl assic
case of product packagi ng, and t herefore may be i nherently distinctive.

See, e.qg., Fun-Danental Too, 111 F.3d at 1000-01. Although the

di strict court didnot determ ne whet her the Housewar ner | abel s were
i nherently distinctive, we are convinced that the | abel el enents
hi ghl i ght ed by Yankee do not neet the i nherent di stinctiveness test of

Abercronbie & Fitch Co. v. HuntingWrld, Inc., 537 F.2d 4 (2d Cir.
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1976). We therefore uphold the district court's grant of summary
j udgment on this basis.

Under Abercronbie, trademarks are divided into five

categories: generic, descriptive, suggestive, arbitrary, and fanci ful .
Lund, 163 F.3d at 39. If amark falls into one of the latter three
categories, it is deenedto beinherently distinctive. 1d. Because

t he Abercronbi e test was first appliedto word marks, see Abercronbi e,

537 F.2d at 9, it may bedifficult to apply to visual marks or trade
dress, Lund, 163 F. 3d at 39. The Suprene Court, however, has endorsed

t he use of the Abercronbi e test inthe eval uati on of vi sual nmarks, as

wel | as inthe assessnment of product packagi ng trade dress clains. 1d.
(citing Two Pesos, 505 U.S. at 768-69).
Thi s Court, however, has noted that "[w e do not believe that

t he Suprene Court's endorsenent of theAbercronbie test i nTwo Pesos

requires astrict application of theAbercronbietest inall contexts

." 1d. at 40. Instead, we have found it appropriate to

suppl enent t he sonmewhat bare-boned Abercronbi e categories with the

guesti ons asked i n Seabr ook Foods, Inc. v. Bar-Wel| Foods Ltd., 568

F.2d 1342 (C.C.P. AL 1977). |n Seabrook, inherent distinctiveness was
determ ned by reference to: (i) whether the design was a conmon or
basi c one; (ii) whether it was "uni que or unusual" inthefield; (iii)
whet her it was a refinenent of a coormon formof ornanentation; and (iv)

"whet her it was capabl e of creating a comrerci al i npression di stinct
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fromt he acconpanyi ng words."* Wley v. Am G eetings Corp., 762 F. 2d

139, 141 (1st Cir. 1985) (quotingSeabrook, 568 F. 2d at 1344). "In
reality [the questionis] whether the [dress] is so uni que, unusual or
unexpectedinthis market that it will automatically be perceived by
custoners as anindicator of origin." Lund, 163 F.3d at 40 (citing 1

J. McCarthy, McCarthy on Tradenarks and Unfair Conpetition 8§ 8.13 (4th

ed. 1996)); see al so McKernan v. Burek, 118 F. Supp. 2d 119, 124 (D.

Mass. 2000) (describingthis questionas the " Lund test” for inherent
di stinctiveness).

Furthernore, inevaluating theinherent distinctiveness of
Yankee' s packagi ng, we nust consi der the fact that alt hough Yankee's
Housewar mer | abel s have obvious simlarities, they also differ
significantly fromone another, in that they necessarily display
different pictures correspondingtotheir particul ar candl e fragrance.
| n ot her words, Yankee seeks to protect features common to a set of
| abel s, as opposed to a specific | abel common to a host of Yankee
goods. Atrade dress plaintiff seekingto protect aseries or |ine of
products faces a particularly difficult challenge, as it nmust showt hat

t he appear ance of the several productsis "sufficiently distinct and

11 We note that other circuits may be less willing to apply this
"gl oss" on the Abercronbi e test when product packagingis at i ssue.
For exanpl e, despite noting that "[w] e are not so confident that the
Abercronbi e analysisis nore naturally fit for product packagi ng cases”
than i s a Seabrook-1ike test, the Second Circuit has resisted the
tenptationto refine theAbercronbietest for visual marks or trade
dress. Landscape Fornms, 113 F.3d at 379.
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unique tomerit protection.” Landscape Forns, 113 F. 3d at 380; Jeffrey

MIlsteinlnc. v. Gegor, Lawor, Roth, Inc., 58 F.3d 27, 32-33(2d Q.
1995). Mboreover, trade dress cl ai ns across aline of products present
speci al concernsintheir abilitytoartificiallylimt conpetition, as
such cl ai nms are general |y broader in scopethanclainsrelatingto an

i ndi vi dual item Landscape Fornms, 113 F.3d at 381.

Yankee has focused on the "arbitrary" choices it nade in
designingits |abel, and has for this reasonintroduced into evidence
numerous possibilities of alternative |abel designs. Wile we
appreciate that there are many di fferent potential ways of creating a
candl e | abel, we t hink Yankee's approach i gnores the focus of the
i nherent distinctivenessinquiry. As we detailedinthe copyright
section of this opinion, Yankee's | abel is essentially a conbination of

functional and conmon features. See Pubs. Int'l, 164 F. 3d at 341 (gold

coloringis aprine exanpl e of aesthetic functionality, because it
connot es opul ence). Al though such a conmbi nati on may be entitledto

prot ecti on where secondary neani ng i s shown, Lund, 163 F. 3d at 37, it

islesslikelytoqualify asinherently distinctive, Jeffrey M| stein,
58 F.3d at 32. Whilethe particul ar conbi nati on of common f eat ur es may

i ndeed be "arbitrary,"” we do not think that any reasonabl e juror coul d
concl ude that these el enents are so "uni que and unusual " that they are

source-indicativeinthe absence of secondary neani ng. Lund, 163 F. 3d

at 40.
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3. Secondary Meani ng

Havi ng concl uded t hat nei ther trade dress cl ai mmade by
Yankee qual i fies for protection based onits inherent distinctiveness,
we next addr ess whet her Yankee has i ntroduced sufficient evidenceto
survive sunmary judgnent on t he questi on of secondary neani ng. As
evi dence of secondary nmeani ng, 12 Yankee pointsto: (i) its advertising
canpai gn featuring pictures of its products withthe clainedtrade
dress; (ii) its continuous and virtually exclusive use of its trade
dress since 1995; (iii) its high sales figures for Housewar ner candl es;
(iv) evidence fromBridgewater's files indicating that retailers
identify aresenbl ance bet ween Bri dgewater's styl es and Yankee's;
(v) testinony by a Bridgewater's sal es agent as to t he di stinctiveness
of the Yankee trade dress; (vi) testinony by Bri dgewat er and Yankee
enpl oyees as to the distinctiveness of Yankee's cl ai ned trade dress;
(vii) evidence of actual consuner confusi on bet ween Bri dgewat er and
Yankee products; and (viii) evidence of intentional copying by
Bri dgewat er .

This Court has said that "[p]roof of secondary neani ng

entails vigorous evidentiary requirenments.” Boston Beer, 9 F. 3d at 181

2 Wthrespect tothe question of secondary neani ng, Yankee does not

clearly distinguishthe evidentiary support for its |abel clai mfrom
t hat supportingits conbinationclaim For purposes of this analysis,

we assune t hat t he adduced evi dence may be rel evant t o bot h aspects of

its claimedtrade dress. W note, however, that secondary neani ng
faces a higher thresholdin a product desi gn/configuration case. See
Lund, 163 F.3d at 42; Duraco, 40 F.3d at 1435.
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(quoting Perini Corp. v. Perini Constr., 915 F. 2d 121, 125 (4th Cir.

1990)). The only direct evidence probative of secondary neaningis
consuner surveys and testinony by i ndi vi dual consuners. [d. Although
survey evidenceis not required, "it i s aval uabl e net hod of show ng
secondary neaning." Lund, 163 F. 3d at 42. Yankee has i ntroduced no
survey evi dence here. 1® Yankee al so cites no evi dence t hat indi vi dual
consumers associate the particular features at issue with Yankee. 4
Secondary neani ng may al so be proven t hrough circunstanti al
evi dence, specifically thelength and manner of the use of the trade
dress, the nature and extent of adverti sing and pronotion of the trade
dress, and the efforts nade t o pronote a consci ous connecti on by t he
publ i c between the trade dress and t he product’' s source. See Boston
Beer, 9 F.3d at 182. Oher factors may include the product's
"established pl ace inthe market" and proof of intentional copying.

Lund, 163 F. 3d at 42. Yankee has i ntroduced substanti al evi dence t hat

13 Yankee has cited surveys, taken by Bri dgewater, indicatingthat
Bri dgewater's trade dress is substantially simlar to Yankee's.
Al t hough this evidence, if adm ssible, would be probative of a
l'i kel i hood of confusion, it does not indicate that Yankee's trade dress
has acqui red secondary neani ng.

4 The evi dence t hat Yankee's retail ers and distributors viewedthe
trade dress as distinctive is not probative of secondary neani ng.
"[ S] econdary meani ng occurs when 'the primary significance [of the
trade dress] inthe m nds of the consum ng publicis not the product
but the producer.'" Lund, 163 F. 3d at 42 (quotingKell ogg v. Nat'|
Biscuit Go., 305 U. S. 111, 118 (1938)) (enphasi s added). The opi ni ons
of retailers and distributors activeinthe scented candle field and
extrenmely fam liar with Yankee products i s hardly evi dence of whet her
t he "consum ng public" fornms the sanme associ ation.
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t he Housewar ner | i ne of candl es and correspondi ng di spl ay have been in
circulation since 1995, that Yankee spends significant resources
advertisingits Housewarner |ine, andthat sal es of Housewar mer candl es

have been extrenely successful. See Yankeel, 99 F. Supp. 2d at 153-

54. However, in concluding that Yankee had not nmade a sufficient
evi denti ary showi ng of secondary nmeani ng, the district court focused on
t he | ack of evidence as to advertising of thespecific trade dress
claimed, as wel |l as the | ack of evi dence denonstrati ng a consci ous
connection by the public between the clainmed trade dress and the
product's source.

V& believe the district court enphasi zed t he rel evant i ssues
inconductingits anal ysis of secondary neani ng. Proof of secondary
meani ng requi res at | east sone evi dence t hat consunmers associ ate t he
trade dress with the source. Al though evidence of the pervasi veness of
t he trade dress may support the concl usi on that a mark has acquired
secondary neani ng, it cannot stand al one. To find otherw se would
provi de trade dress protection for any successful product, or for the

packagi ng of any successful product. See Seabrook, 568 F. 2d at 1344

(evi dence of sal es vol une may be rel evant to secondary neani ng, but "is
not necessarily indicative"). Such an open standard hardly conports
with the "vigorous" evidentiary showi ng required by this Court, nor
does it conport with the purposes of trade dress protection, nanely "to

protect that whichidentifies aproduct's source.” Lund, 163 F. 3d at
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35. In the absence of any evidence that the clained trade dress
actually does identify a product’'s source, the trade dress shoul d not
be entitled to protection.

That bei ng sai d, Yankee argues that, because its adverti sing
cont ai ned pictures of its products incorporatingthe clainmedtrade
dress, it was the type of "l ook-for" advertisingthat can, onits own,

support a findi ng of secondary meani ng. See First Brands Corp. v. Fred

Meyer, Inc., 809 F.2d 1378, 1383 (9th Cir. 1987). "Look-for"

advertisingis suchthat "encourages consuners toidentify the clained

trade dress with the particul ar producer."” Thonmas & Betts Corp. v.

Panduit Gorp., 65 F.3d 654, 662 (7th G r. 1995). In other words, it is

advertising that specifically directs a consuner's attentionto a
particul ar aspect of the product. To be probative of secondary
meani ng, the advertising nmust direct the consuner to those features
clained as trade dress. 1d. Merely "featuring” the rel evant aspect of
t he product in advertisingis no nore probative of secondary nmeani ng
t han are strong sal es; again, to provi de protecti on based on extensi ve
adverti sing woul d extend trade dress protectiontothe | abel (or tothe
conbi nation clainm wthout any show ng t hat t he consuner associ ated t he

dress with the product’'s source. See Int'l Jensen, Inc. v. Metrosound

US A ., Inc., 4F. 3d 819, 824 (9th Cir. 1993) ("Wil e evidence of a

manuf acturer's sal es, adverti si ng and pronoti onal activities may be

rel evant i n determ ni ng secondary neani ng, the true test of secondary
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nmeaning is theeffectiveness of this effort tocreateit.") (enphasis

added). The district court found that Yankee's advertising did not
enphasi ze any particul ar el enent of its trade dress, and t hus coul d not
be probati ve of secondary neani ng. Yankeel, 99 F. Supp. 2d at 154.
We agr ee.

W al so do not find Yankee's evi dence of intentional copying
probati ve of secondary neaning. First, tothe extent Yankee seeks to

use such evi dence as secondary neani ng of itsconbinationtrade dress,

intent plays aparticularly mnor rolein product design/configuration

cases. See, e.qg., Duraco, 40 F.3d at 1453 ("[A]ttenpts to copy a
product configuration[nay] not be probative [ because] t he copi er nmay
very wel | be exploiting aparticularly desirable feature, rather than
seeki ng to confuse consuners as to the source of the product."). G ven
t he hi ghly functi onal nature of certain el ements of Yankee's cl ai ned

conbi nati on trade dress, see Yankeel , 99 F. Supp. 2d at 151-52, the

concern that protection could prevent healthy conpetition in the
scented candle field weighs heavily in this case.

The testinony that Bri dgewat er desi gners were, at tines, told
t o make the | abel s | ook nore |I'i ke Yankee's is nore troubling. See Bl au

Plunbing, Inc. v. S.O.S. Fix-it, Inc., 781 F. 2d 604, 611 (7th Cir.

1986) (defendant's belief that trade dress has acquired secondary
meani ng provi des sone evi dence that it actual |y has acquired secondary

meani ng). However, therelevant intent is not just theintent to copy,
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but to "pass of f" one's goods as those of another. |d. G venthat
Bri dgewat er prom nently displayedits trade name onits candles, we do
not think that the evidence of copyi ng was sufficiently probative of
secondary meani ng.

I n sum Yankee has not i ntroduced any of the direct evi dence
-- surveys or consuner testinony -- traditionally used to establish
secondary meani ng. Al t hough it has introduced some of the
circunstantial evidence often used to support such a finding, the lack
of any evi dence t hat actual consunmers associ ated t he cl ai ned trade
dress wi th Yankee, as wel|l as the | ack of evi dence as to confusi on on
t he part of actual consuners, ®renders this circunstantial evidence
insufficient for areasonablejuror tofindthat thetrade dress had
acqui red a secondary neani ng. Yankee has not made the vigorous
evidentiary show ng required by this Court. The grant of summary

j udgnment on Yankee's Lanham Act claimis affirned.

5 Yankee does point to several consuner affidavits as indicative of
actual consuner confusion. Aclose exam nation of these affidavits
indicates that all of the confusion was prem sed on alleged
m srepresentations by retail enpl oyees. For exanple, i none case, an
enpl oyee al | egedl y tol d a consuner t hat Yankee had been t aken over by
Bri dgewat er; t he consuner believed this story because t he candl es had
somewhat sim |l ar | abels. Yankee has adducedno evi dence, as far as we
can tell, that any consuner (on their own accord) exam ned a
Bri dgewat er candl e and t hought that it had been nade by Yankee. The
fact that Bridgewater candl es prom nently di spl ay the Bri dgewat er trade
nanme makes thi s | ack of evi dence unsurprising. Panpered Chef, Ltd. v.
Magi c Kitchen, Inc. 12 F. Supp. 2d 785, 795 (N.D. I1l. 1998); Swi sher
Mower & Mach. Co. v. Haban Mg., Inc., 931 F. Supp. 645, 650 (WD. M.
1996) .
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I11. The Evidentiary Ruling

Foll owi ngits grant of summary judgnment on t he copyri ght and
trade dress clains, thedistrict court granted (in substantial part)
Bridgewater's notionto limt the scope of trial on the remaining
tortious interference count. Yankee Il, 107 F. Supp. 2d at 85- 88.
First, after re-exam ning the text of Yankee's origi nal conpl aint, the
court concl uded that as a pl eading matter, thetortious interference
count was ani mat ed by cl ai ns of m srepresentation rather than cl ai ns of

copyright or trade dress infringenent.® |d. at 86. For that reason,

% The rel evant paragraphs of the Conplaint are § 108 and { 110, under
t he heading of "Count IV -- Tortious Interference.”

1 108. The al | egati ons of paragraphs 1-107 are real | eged
and reincorporated by reference as if fully set forth
herei n.

1 110. Bri dgewat er knew of these advantageous and
prospecti ve business rel ati onshi ps, and i ntentionally acted
wi th both i nproper nmeans and an i nproper notive for the
pur pose of damagi ng Yankee Candl e's advant ageous and
prospective business relationships. Bri dgewater's
unjustified and intentional interference with the
advant ageous and prospective business relationships
consi sted of at | east using former Yankee Candl e sal es
agents to, anong ot her things: (a) dissem nate fal se and
m sl eading information concerning Yankee Candl e;
(b) di sparage Yankee Candl e' s products; (c) contact Yankee
Candl e' s custoners for the purpose of i nform ng themt hat
Yankee Candl e coul d or woul d no | onger servi ce their needs;
and then (d) directly solicit business fromYankee Candl e's
cust omers.

Par agr aphs 1- 107 wer e t he portions of the Conpl ai nt supporting Yankee's
cl ai ms of copyright infringenent, trade dress i nfri ngement under t he
Lanham Act, and common | aw trade dress infringenment.
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it heldthat Yankee coul d not use evi dence of copyright or trade dress
infringenment to support itstortious interference claim because such
evidence was irrel evant to cl ains of m srepresentation. 1d. Second,
to the extent that Yankee sought to use the evidence to establish

"i nproper notive," one el ement of tortious interference, the court
noted that: (i) federal copyright law preenpts any tortious
i nterference cl ai mbased on copyright infringenent; (ii) althoughthe
LanhamAct does not simlarly preenpt common | awtrade dress cl ai ns,
the "factual void" inthe record made such evi dence irrel evant; !’ and
(i1i) any evidence of "sharp practices" woul d, at best, be cumul ati ve.
Id. at 86-87.

We beginwith the questionwhether thetortiousinterference
count should be read to i ncorporate the copyright and trade dress
clainms. W need not deci de whether the "liberal " approach to reading
conplaintsisinconsistent wththe district court's conclusion. See

Fed. R Gv. P. 8(f) (district court toconstrue the pleading so"asto

do substantial justice"); Beacon Theatres v. Wstover, 359 U. S. 500,

506 (1959) (pleadings to beliberally construed under Federal Rul es of
Civil Procedure). Evenif thedistrict court erredinits construction

of the conplaint, it i s besidethe point as Yankee di d not prevail on

7 Moreover, the district court had al ready granted sunmary j udgnent
on one count of conmmon | aw trade dress, Yankee |, 99 F. Supp. 2d at
156-57, and thus viewed Yankee's effort to premse its tortious
interference claimonthe state trade dress claimas a nere "change in
| abel ," Yankee 11, 107 F. Supp. 2d at 87.
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t he copyright or trade dress clains. Assum ng that those cl ai ns shoul d
be read as i ncorporatedintothetortious interference count, they have
been deci ded agai nst Yankee and we have upheld that decision.
Yankee al so al | eges that their pleadi ngs set forth a conpl ex
"scheme" consisting of actions akin to copyright and trade dress
infringenent, msrepresentati on, m sappropriation of goodw ||, w ongful
use of enpl oyees to target particul ar custoners, and wongful use of
scaretactics to pressure custoners into sw tching candl e suppliers.
Qur reading of the conplaint supports the district court's
determ nation that no such schene was al | eged. Furthernore, at a March
13 hearing on sunmary j udgnent, Yankee clearly indicatedthat it viewed
copyright and trade dress i nfringenent as entirely separat e net hods of
supporting atortious interference count, rather than as aspects of a
general m srepresentati on schene. No matter our standard of revi ewof
the district court's construction of Yankee's pl eadi ng, we bel i eve t hat

it was done correctly inthis respect.?® See Krouse v. Am Sterilizer

Co., 126 F.3d 494, 499 n.1 (3d Cr. 1997) (court wll not read causes
of actioninto aconplaint when they are not present); Rodriguez v.

Doral Mortgage Corp., 57 F.3d 1168, 1171 (1st G r. 1995) (fundanent al

8 Gventhat the parties did not extensively brief thisissue, we are
| oat h to deci de at what | evel this Court reviews the constructi on of
pl eadi ngs by the district court. W have found only one case vaguel y
on poi nt, whi ch suggests an abuse of di scretion standard. |nre Zinke,
No. CV-91-0805(1LG, 1991 W 107815, *3 (E.D.N. Y. May 31, 1991)
(bankruptcy judge' s constructi on of pl eadi ngs revi ewed for abuse of
di scretion).
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pur pose of pleadingistoaffordparty fair notice of cl ai ns asserted
agai nst himand the ground on which those clains rest).
Alternatively, Yankee argues that the dism ssal of the
copyright and trademark clainms is not dispositive because the
under | yi ng evi dence may still be pertinent to proof of i nproper notive,
which may inturn be afactor inestablishingtortiousinterference.

See Rest atenent (Second) of Torts 8§ 767. Certainly in principle,

evi dence rel evant to afailedclai mmght be of i ndependent rel evance

toasurviving claimresting on different elenents. See Kattar v.

Demoul as, 739 N. E. 2d 246, 257 (Mass. 2000). However, the district
court did not reject the use of the evidence sinply because it
supported afail ed claim but rather because of consi derations peculi ar
to this case.

| n substance, the district court pointedtothe fact that the
specific, concrete msrepresentations whi ch were asserted could easily
have been t he subj ect of direct evidence at trial (if Yankee had not
t hereafter chosento dism ss the m srepresentationclaiminorder to
gain a pronpt appeal on the evidentiary and other rulings). The
evidencerelatingtothe all eged copyri ght and trade dress viol ati ons
had no beari ng on whet her the representati ons had been made. As to
noti ve, any i nference fromthe excl uded evi dence woul d prove cunul ati ve
(at best). The district court could easily have added that the

excl uded evi dence coul d creat e substanti al confusi on and del ay, gi ven
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t hat t he nore obvi ous use of the evidence woul d be to support the
defunct copyright and trade dress clains. See Fed. R Evid. 403.
I n general, we reviewjudgnent calls that certain evidence
iseither irrelevant or cunul ative for abuse of discretion. Faiginv.
Kelly, 184 F. 3d 67, 79-80 (1st Cir. 1999). Yankee argues that our

revi ew here shoul d bede novo because the district court basedits

ruling on atheory that evidence relating to a dism ssed claimis
automatically i nadm ssiblewithrespect toaclai mthat proceeds to
trial. W donot readthe district court's opinionasresting on any
such per se ground. Rather it appearstous to be ananply justified
determ nation by the district court to keep the preserved cl ai mf ocused
on the i ssue of m srepresentation and to avoid the reintroduction
t hr ough t he back door of evi dence whose nai nthrust was to establish
counts al ready di sm ssed.
V. The 93A Claim

Def endants are exenpt fromliability under 93Aif the al |l eged
m sconduct occurred primarily and substanti al | y out si de Massachusetts.

Roche v. Royal Bank of Canada, 109 F. 3d 820, 829 (1st G r. 1997). The

burden of proof astothisissueis onthe defendants. 1d. Whether
def endant s have satisfied this burdenis a question of | aw, revi enedde
novo by this Court. [d.

Three factors arerelevant innmakingthis determnation: (i)

where the defendant comm tted the all eged deception; (ii) where
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pl aintiff was decei ved and act ed upon t he deception; and (iii) the

situs of plaintiff's |osses stemm ng fromthe deception. Jdinton Hosp.

Ass'n v. Corson G oup, Inc., 907 F. 2d 1260, 1265-66 (1st Cir. 1990).

The district court heldthat the first factor weighed in Bridgewater's
favor, as any m sconduct occurred at Bri dgewater's principal place of
busi ness, outside Massachusetts. Yankeell, 107 F. Supp. 2d at 88. In
eval uating the second factor, the court eval uated where Yankee

custoners were al l egedly decei ved, see Cinton, 907 F. 2d at 1265- 66,

and concluded that the vast mjority of them were outside
Massachusetts. Yankee 11, 107 F. Supp. 2d at 88. This factor
t herefore al so wei ghed i n Bridgewater's favor. Finally, the court
determ ned that the third factor wei ghedin favor of Yankee, but that
the third factor al one coul d not be dispositive. |d. at 88-89 (citing
Roche, 109 F.3d at 831).

Yankee concedes that the district court's determ nation that
the al |l eged conduct occurred primarily and substantially outside
Massachusetts is correct unless we reverse the district court's
evi denti ary deci sion. As we have not done so, thedistrict court's
grant of summary judgnment on the 93A claimis affirned.

V.  Concl usi on
For the reasons stated, the judgnents of the district court

are affirned.
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